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This is a decision on appeal fromthe exam ner's
refusal to allow clains 1 and 3 through 8 as anended subsequent
to the final rejection in a paper filed July 8, 1994 (Paper

No. 8). dCaim2 has been cancel ed.

Appellant's invention relates to a machine for sealing
fol dabl e flaps of parall el epi ped boxes with gum coated paper
tape. As noted on page 1 of the specification, it is an object
of the invention to provide a box sealing machine that is of
sinple construction, easy maintenance, |low cost and |[imted size.
To that end, appellant has provided a unitary, nodul ar tape feed
assenbly (6), seen best in Figures 3 through 8 of the application
drawi ngs, which is of conpact size and is renovably nounted on
the arnms (5) of the vertically noveable head (3). As noted in
the specification (page 3), the tape feed assenbly (6) itself is
constituted by a plurality of individual units that can be taken
apart separately. Those units (e.g., a tape roll supporting unit
(11), a tape control unit (13), a tape centering unit (14), a
tape feed unit (17), a contrast unit (18), a tape shearing unit
(19), a tape noistening unit (20), and a tape application unit

(21)), seen best in Figure 5, are renovably fastened to a | ateral
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supporting shoul der (8) of the tape feed assenbly (6), or to

ot her of the individual constituent units of the assenbly that

are renovably nounted to the shoulder (8). Appellant indicates
on page 3 of the brief, that

[b]y providing a feed assenbly which is
renovable fromthe vertically noveabl e head
as a unit, and which al so incorporates each
of the recited constituent conponents in such
a fashion that permts themto be independ-
ently disassenbl ed fromone another, the tape
machi ne of the present invention can be nuch
nore easily repaired and serviced than those
known in the prior art.

| ndependent claim1 is representative of the subject
matter on appeal and a copy of that claimis attached to this

deci si on.

The prior art of record relied upon by the exam ner in

rejecting the appealed clains under 35 U S.C. § 103 is:

Tw gg 3, 350, 255 Cct. 31, 1967
War shaw et al . (Warshaw) 4,061, 526 Dec. 6, 1977
Urich et al. (Urich) 4,392,911 July 12, 1983
Cavanagh 4,642, 157 Feb. 10, 1987
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Clains 1 and 3 stand rejected under 35 U.S.C. § 103 as

bei ng unpat ent abl e over Warshaw in view of U rich.

Clains 4, 7 and 8 stand rejected under 35 U . S.C. § 103
as being unpatentable over Warshaw in view of U rich as applied

to clains 1 and 3 above, and further in view of Cavanagh.

Clains 5 and 6 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over Warshaw in view of Urich as applied to

claim1 above, and further in view of Tw gg.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to appellant's specification and clains, to
the applied prior art references, and to the respective positions
articul ated by appellant and the exam ner. As a consequence of
our review, we have nmade the determi nation that the examner's
rejections of the appealed clains under 35 U S.C. § 103 will not

be sustai ned. Qur reasons foll ow

A rejection based on 8 103 nust rest on a factual
basis, with the facts being interpreted w thout hindsight
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reconstruction of the invention fromthe prior art. In making
this evaluation, the exam ner has the initial duty of supplying
the factual basis for the rejection he advances. The exam ner
may not, because he doubts that the invention is patentable,
resort to specul ation, unfounded assunptions or hindsi ght
reconstruction to supply deficiencies in the factual basis. See

In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967),

cert.
denied, 389 U. S. 1057 (1968). The proper test for obviousness is
what the conbi ned teachings of the references would have

suggested to those having ordinary skill in the art. See Cable

El ec. Products, Inc. v. CGenmark, Inc., 770 F.2d 1015, 1025,

226 USPQ 881, 886-887 (Fed. Cir. 1985); In re Kaslow, 707 F.2d

1366, 1375, 217 USPQ 1089, 1096 (Fed. Gr. 1983); In re Keller
642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). The | aw
foll owed by our court of review, and thus by this Board, is that

"[a] prima facie case of obviousness is established when the

teachings fromthe prior art itself would appear to have
suggested the clainmed subject matter to a person of ordinary
skill inthe art.” 1Inre Bell, 991 F.2d 781, 782, 26 USPQd

1529, 1531 (Fed. Cr. 1993)(quoting In re Rinehart, 531 F.2d

1048, 1051, 189 USPQ 143, 147 (CCPA 1976)).
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In this case, considering the examner's rejection of
claims 1 and 3 under 35 U.S.C. 8 103, we nust agree with
appel l ant that neither Warshaw, nor U rich, taken alone or in
conbi nati on, discloses, teaches or suggests a tape sealing
machi ne that has a tape feed assenbly that is renovable as a unit
froma vertically novabl e head, which includes a unit for
supporting a roll of gumcoated paper tape, a tape control unit,

a tape

centering unit, a tape feed unit, a contrast unit, a tape
shearing unit, a tape noistening unit, and a unit for applying
t he noi stened tape to said boxes, and which is disassenbl eabl e
into its individual constituent conponents (i.e., units), as

required in claim1l on appeal.

As best seen in Figures 1 and 2, Warshaw di scl oses an
apparatus for sealing foldable flaps of a parall el epi ped box
(e.g., 20) with a tape (70), wherein the apparatus includes: a
supporting base (11); transporting belts (15) for noving boxes
al ong the supporting surface; a head beam (112) having a nounting
seat internally thereof and being vertically novable al ong col um
(13) with respect to the supporting base; and at | east one tape
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applicator assenbly, or tape feed and applying cartridge (21)
renmovably nounted on the nounting seat of the head beam (col. 4,
lines 23-26). Wiile the exam ner has indicated (answer, page 3)
that the cartridge (21) of Warshaw i ncl udes knife neans (76) for
severing the tape, and first (34a) and second (42a) spring-
mounted | evers for supporting applicator rollers (122, 123) for
applying tape to the boxes, the exam ner has not otherw se

poi nted out where each of the other individual conponents or

units of the tape feed assenbly recited in appellant's claim1l

are found.

On pages 6-8 of the answer, the exam ner additionally
provi des an explanation of why the roll (132) of tape, carried by
the arm (133), in Warshaw is considered to be nounted to and part
of the tape feed assenbly (6). W agree with the examner's
reasoni ng, noting that Figures 1 and 2 of the drawings in
Warshaw, as well as the disclosure incorporated by reference from
the co-pendi ng application Ser. No. 05/645,718 (now U. S. Patent
4,039, 367), at colum 1, lines 8-17 of the reference, clearly
indicates that the arm (133) is nounted to the cartridge
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internally of the head and t hereby supported by the head beam

(112). See colum 4, lines 55-60, of U S. Patent 4,039, 367.

The exam ner relies upon Urich as teaching a tape
machi ne "in which neans are provided to position or center the
tape and control the tension thereof (col. 6, lines 37-42)"
(answer, page 3). The exam ner apparently additionally
recogni zes that neither Warshaw, nor U rich, teaches either gum

coat ed paper tape, or a tape noistening unit.

Based on the collective teachings of Warshaw and
Urich, the exam ner concludes that it woul d have been obvious to
one of ordinary skill in the art to

have provided centering and control neans for
the tape in the apparatus taught by the
primary reference [Warshaw], since Urich et
al. recognize the desirability of centering
and controlling the tension of a tape to be
applied to a box. Gumred adhesives requiring
noi stening are well known in the art, and
since each reference discl oses adhesive
tapes, it would have been obvious to provide
noi steni ng nmeans for activating a gunmed tape
(answer, pages 3-4).

Even assum ng that one of ordinary skill in the art
woul d have found sone notivation for nodifying Warshaw in the

8



Appeal No. 95-2598
Application 08/ 021, 230

manner urged by the exam ner relying on the teachings of Urich,
and for using a gum coated paper tape and a noi stening unit
therein as further urged by the exam ner, we still do not see
that the resulting tape machine would include a tape feed
assenbly having all of the individual constituent units set forth
in appellant's claim1 on appeal. In particular, we fail to find
in the nodified Warshaw tape machine a tape feed unit and a
contrast unit formng part of the tape feed assenbly as required
in claiml on appeal, and al so any teachi ng or suggestion of

t hose units being constructed and arranged to function in the
manner set forth in appellant's claim3 on appeal.

Moreover, we fail to find in either of the applied
references any teaching or suggestion of a renovable tape feed
assenbly wherein the cartridge or assenbly is di sassenbl eabl e
into its individual constituent conponents or units as required
in appellant's claim1. |In this regard, we understand from
appellant's disclosure, particularly Figure 5, that the | ast
clause of claim1l on appeal requires the specifically nanmed units
therein to be individual nodules (units) that are separable from
the tape feed assenbly and each other to thereby facilitate ease

of repair and replacenent of such constituent units. No such
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i ndi vidual constituent nodul es or units are disclosed or

suggested in either Warshaw or U rich.

Based on the foregoing, the decision of the exam ner

rejecting clains 1 and 3 under 35 U . S.C. 8§ 103 is reversed.

We have additionally reviewed the references to
Cavanagh and Twi gg applied by the exam ner agai nst dependent
claims 4 through 8, however, we fail to find in these references
anyt hi ng whi ch would supply the deficiencies already noted above
with regard to the basic conbination of Warshaw and Urich. 1In

reviewi ng the teachings of Cavanagh and Twi gg, as well as those

of Urich, we are also of the opinion that the exam ner has

i nappropriately relied upon hindsight and inproperly used
appel l ant's own di sclosure and teachings as a guide through the
prior art and the individual diverse elenents thereof in

sel ectively nodi fying the tape nmachi ne of Warshaw i n the manner
posited by the exam ner so as to arrive at the clainmed subject

matter. As was nade clear in Warner, supra, such a

retrospective, hindsight reconstruction is not permtted by the
exam ner under 35 U.S.C. 8 103. It follows that the examner's
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rejections of clains 4 through 8 under 8§ 103 wil |

sust ai ned.

li kewi se not be

The decision of the exam ner rejecting clains 1 and 3

t hrough 8 on appeal under 35 U.S.C. 8§ 103 is reversed.

REVERSED

| RW N CHARLES COHEN
Adm ni strative Patent Judge

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

TERRY J. OWNENS
Adm ni strative Patent Judge

Cushman, Darby & Cushman
1100 New York Avenue, N W

Ni nt h Fl oor

Washi ngton, D.C. 20005-3918
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APPENDED CLAI M

1. A nmachine for sealing foldable flaps of parallel-
epi ped boxes with gum coated paper tape, conprising:

a supporting base adapted to support boxes to be
seal ed;

means for noving said boxes al ong said supporting base;

a head having a nounting seat and being vertically
nmovabl e with respect to said supporting base; and

at |l east one tape feed assenbly constructed and
arranged to apply sections of said gum coated paper tape to said
paral | el epi ped boxes and conprising a plurality of conponents
including a unit for supporting a roll of gum coated paper tape,
a tape control unit, a tape centering unit, a tape feed unit, a
contrast unit, a tape shearing unit, a tape noistening unit, and
a unit for applying the noistened tape to said boxes,

said tape feed assenbly being i) renovably nounted on
said nounting seat of said vertically novable head and ii) dis-
assenbl eable into its individual constituent conponents including
said unit for supporting said roll of gumcoated paper tape, said
tape control unit, said tape centering unit, said tape feed unit,
said contrast unit, said tape shearing unit, said tape noistening
unit, and said unit for applying the noistened tape to said
boxes.
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